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DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including tine fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on January 
4, 2010 has been entered. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3, 5-12, 14-18, and 24-27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Appleton et al. (US 6,663,877), in view of Sakai et al. (WO/0023524, 
wherein US 6,750,283 is referenced for its English translation). 

Regarding claims 1-3, 5-10, 17, and 24, Appleton et al. teach an artificial marble 
that comprises cultured marble onyx and solid surface materials and further comprises 
a resin matrix either with or without a filler (col. 1 , lines 25-30). Appleton teaches 
adding at least one antibacterial agent to the artificial marble in order to provide a 
contribution over the prior art (col. 2, lines 42-63). Therefore Appleton teaches a 
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composite comprising marble (an aggregate), a resin (polymeric binder, see col. 3, lines 
1-25), an antibacterial agent (col. 3, lines 45-col.4 line 45), and a curing agent (col. 5, 
line 10-15). Since the materials are the same as instantly claimed, it is the Examiners 
position that the composite of Appleton will have an appearance similar to that of natural 
stone. 

Appleton teaches that the antimicrobial agent is dispersed in the polymeric matrix 
(col. 3, lines 45-52). Appleton also teaches that the solid surface has an outer surface 
with an antimicrobial effect effectiveness within 24 hours, which shows that the agent 
tends to migrate towards the surface (col. 3, lines 50-55). 

Furthermore, Appleton goes on to teach that the resin is a thermoset resin such 
as unsaturated polyester (col. 3, lines 1-7). Appleton teaches that the antimicrobial 
agent comprises organic materials such as 5-chloro-2-(2,4-dichlorophenoxy)phenol 
commercially known as Triclosan or Microban ( see at least Appleton, col. 4, lines 29- 
45 and instant specification [0042]). The applicant teaches that antimicrobial agents 
such as Triclosan exhibit a migration towards the surface of the composite especially in 
conjunction with a polyester binder (see instant specification [0042] and [0043]). 

Since Appleton teaches the same materials as instantly disclosed and claimed it 
is expected that they will behave in the same manner, i.e. the antimicrobial agents will 
be migratory which exhibit controlled migration through the binder to the surface of the 
composite material. 

It has been held that where the claimed and prior art products are identical or 
substantially identical in structure or are produced by identical or a substantially 
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identical processes, a prima facie case of either anticipation or obviousness will be 
considered to have been established over functional limitations that stem from the 
claimed structure. In re Best, 195 USPQ 430, 433 (CCPA 1977), In re Spada, 15 
USPQ2d 1655, 1658 ( Fed. Cir. 1990). The prima facie case can be rebutted by 
evidence showing that the prior art products do not necessarily posses the 
characteristics of the claimed products. In re Best, 195 USPQ 430, 433 (CCPA 1977). 
Since Appleton teaches the same materials it is inherent that the antimicrobial agent will 
be homogeneously distributed in the polymeric binder such that the antimicrobial agent 
migrates through said polymeric binder. 

Appleton never specifically mentions that the microbial agent exhibits "controlled 
migration" through the polymeric binder to the surface of the composite. However this 
limitation does not structurally distinguish from the art taught by Appleton. The 
limitations provides for a migratory antimicrobial agent, Appleton, has been shown to be 
Migratory. No limitation is to be inferred from "controlled" since the applicant has not 
defined how to "control" the migration". 

Appleton teaches that the aggregate is present in amounts of as low as 20 
weight percent up to about 75% by weight (Col. 4, lines 60-65), however Appleton is 
silent to the amount of aggregate being between 85 to about 95%, as well as is silent to 
the amount of polymeric resin binder present in the composite. 

Sakai teaches a similar countertop (col. 8, line 61) to that of Appleton, that 
comprises a marble or granite aggregate (col. 3, lines 40-48), resin binders such as 
unsaturated polyester, epoxy, and PMMA (col. 7, lines 35-40) (it is noted here that these 
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three binders are all seen in the working exannples of Appleton), curing agent (col. 7, 
lines 42), and an antimicrobial agent (col. 8, lines 59-67). Sakai teaches that the 
aggregate is present in amounts of 60, 80, and 95% or more (col. 4, lines 50-60), and 
that the resin binder is present in amounts of 40, 20 and 15% or less (col. 7, lines 46- 
52). 

It would have been obvious to use the amounts of aggregate and resin given in 
Sakai for the composite material of Appleton, as Sakai has shown that these are 
workable and known ranges that would provide a composite material with desirable 
aesthetics for their intended end use. These obvious known and taught ranges in the 
art overlap those ranges instantly claimed. 

Regarding claims 1 1 and 12, the binder is taught to comprise monomers such as 
styrene (col. 3, lines 20). 

Regarding claims 14-16, and 18, Appleton et al. teach that the antimicrobial 
agent may comprise quaternary ammonium compounds (col. 4, lines 30-35). The 
organic compound is taught to be present in an amount of 0.1 % or greater. This range 
overlaps the instantly claimed ranges. 

Appleton teaches a composite material comprising antimicrobial agents in an 
amount of 0.1 or 0.5% or more. However, Appleton is silent to the exact ranges 
instantly claimed. However as admitted by the applicant on paragraph ([0046] and 
[0047]). "Those skilled in the art are capable of matching the appropriate antimicrobial 
material with the appropriate binder. Likewise those skilled in the art are capable of 
determining the appropriate loading of antimicrobial agent into the composite structural 
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material". Therefore a routineer in the art would have found it obvious to choose 
polyester as a binder and Triclosan as an antimicrobial agent, in the amounts instantly 
claimed, as it has been shown that determining these constituents and loading amounts 
only involves routine skill in the art. The position of choosing unsaturated polyester as a 
resin binder is further supported in that Appleton teaches a working example In table 1 
with unsaturated polyester resin as the binder, and also in that Sakai only limits 
themselves to three choices for the resin binders (unsaturated polyester, epoxy or 
methacrylate based resins). In light of this disclosure, the ranges taught in claims 14, 
15 and 18, would have been obvious. 

Regarding claims 25 and 26, Appleton teaches that the composite Is formed 
into a finished product such as bathroom vanities and countertops (col. 2, lines 50-65) 
Regarding claim 27, Appleton teaches that the composite comprises dyes and 
pigments (i.e. coloring agents) (col. 5, lines 10-15). 

Claims 1-3, 5-12, 14-18, and 24-27 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Sakal et al., (WO/0023524, wherein US 6,750,283 Is referenced for 
Its English translation) in view of Payne (US 2003/0096545) or Ramirez et al. (EP 
1428805). 

Regarding claims 1, 5-7, 14-18 and 24, Sakai et al. teach a composite structural 
material comprising a natural aggregate (col. 3, lines 45-50), a polymeric binder, a 
curing agent (col. 7, lines 35-45), and an antimicrobial agent (col. 8, lines 59-67). Sakai 
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teaches that the aggregate is preferably greater than 80 wt percent and less than 95% 
of the total weight of the composition (col. 4, lines 49-60) and the resin (polymeric 
binder) is preferably less than 20 wt % of the total composition (col. 5, lines 5-10) thus 
overlapping the instantly claimed ranges. 

Since the materials are the same as instantly claimed, it is the Examiners 
position that the composite of Sakai will have an appearance similar to that of natural 
stone. 

Sakai is silent to the antimicrobial agent being an organic antimicrobial agent, 
and only teaches inorganic materials (col. 8, lines 60-67) as viable options for the 
antimicrobial agent. Sakai is further silent to the antimicrobial agent being migratory, 
and exhibiting controlled migration through the binder to the surface of the composite 
material. 

Payne teaches that antimicrobial agents are well known to those skilled in the art. 
And that by incorporating one or more antimicrobial agents into a composite material 
such as kitchen countertops results in the antimicrobial agent diffusing or migrating to 
the surface through the plastic such that the surface is continuously antimicrobial for 
years. Payne goes on to teach that Triclosan and quaternary ammonium products are 
all typical antimicrobial agents and well known in the art ([0005], [0007], and [0008]). 

In light of Payne's teachings it would have been obvious to use either triclosan or 
quaternary ammonium salts as the antimicrobial agent for Sakai, as Payne recognizes 
that these are well known antimicrobial agents in the art, have uses in countertops, and 
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would exhibit controlled migration to the surface through the plastic (in this case the 
resin binder) of Sakai, in order to allow continuous microbial action for years. 

Ramirez teaches using organic antimicrobial agents mixed with cementious 
aggregates, wherein Triclosan is preferred in amounts of 0.1-5.0 wt %. It would have 
been obvious to a person having ordinary skill in the art at the time the present invention 
was made to use Triclosan as an alternative antimicrobial agent in the cementious 
composition of Sakai et al., since Triclosan is a known organic antimicrobial component 
in the art for providing biocidal protection to solid surfaces such as concrete. 

Triclosan, as a substitute of the antimicrobial agent of Sakai, as proposed in the 
combination, results in the same composite and the same materials as instantly 
claimed. Therefore the composite is expected to behave in the same manner as 
instantly claimed, i.e. be migratory, and exhibit controlled migration through the 
polymeric binder to the surface of the composite. The applicant teaches that Triclosan 
migrates through polymeric resin binders, therefore, it is expected that the combination 
of Sakai with Ramirez or Payne will also produce a composite where Triclosan migrates 
though the polymeric binder. It has been held that similar materials will possess similar 
characteristics (see in re best case law applied above). 

Choosing an effective amount of the antimicrobial agent, to include the amounts 
instantly claimed is well within the grasp of a routineer in the art and would have been 
an obvious modification to the combination of Sakai and Ramirez or Payne. 

Regarding claim 2, the natural aggregate may be granite, marble, quartz, glass, 
pottery etc (col. 3, lines 45-50). 
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Regarding claims 3 and 27, the composite comprises a filler, a pigment, or a 
colorant (col.3, lines 60-64 and col. 6, lines 57-65). 

Regarding claims 8-12, Sakai teaches that the resin (polymeric binder) may be 
polyester or methyl methacrylate (col. 7, lines 40-col. 8 , lines 50). 

Regarding claims 25 and 26, Sakai teaches using the composite as a kitchen 
counter (col. 8, lines 62). 

Claims 1-3, 5-12, 14-18, and 24-27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sakai et al. as applied to claims 1-13, and 19-27 above, in view of 
Appleton (US 6,663,877). 

Regarding claims 1, 5-7 and 14-18, Sakai et al. teach a composite structural 
material comprising a natural aggregate (col. 3, lines 45-50), a polymeric binder, a 
curing agent (col. 7, lines 35-45), and an antimicrobial agent (col. 8, lines 59-67). Sakai 
teaches that the aggregate is preferably greater than 80 wt percent and less than 95% 
of the total weight of the composition (col. 4, lines 49-60) and the resin (polymeric 
binder) is preferably less than 20 wt % of the total composition (col. 5, lines 5-10) thus 
overlapping the instantly claimed ranges. 

Since the materials are the same as instantly claimed, it is the Examiners 
position that the composite of Sakai will have an appearance similar to that of natural 
stone. 
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Sakai teaches a composite comprising an inorganic antimicrobial agent. Sakai is 
silent to the use of organic antimicrobial agents. Appleton teaches a composite material 
in the same art as Sakai (col. 2, lines 40-65). Appleton goes on to teach that the 
antimicrobial agent may be inorganic, organic, or combinations thereof, with the 
inorganic materials overlapping those taught by Sakai (col. 8, lines 60-67), and the 
organic antimicrobial agents comprising Triclosan (col. 3, line 45- col. 4, lines 40). 
Appleton teaches that the amount of antimicrobial agent is 0.1 or 0.5% or more, thereby 
overlapping the instantly claimed ranges. It would have been obvious to a person 
having ordinary skill in the art at the time the present invention was made to use 
inorganic antimicrobial agents such as Triclosan, as an alternative antimicrobial agent in 
the cementious composition of Sakai et al., since Appleton has shown that organic 
antimicrobial agents, such as Triclosan, are functionally equivalent and interchangeable 
with the inorganic antimicrobial agents taught by Sakai. 

Appleton is silent to the exact ranges of organic antimicrobial agents instantly 
claimed. However as admitted by the applicant on paragraph ([0046] and [0047]). 
"Those skilled in the art are capable of matching the appropriate antimicrobial material 
with the appropriate binder. Likewise those skilled in the art are capable of determining 
the appropriate loading of antimicrobial agent into the composite structural material". 
Therefore a routineer in the art would have found it obvious to choose polyester as a 
binder and Triclosan as an antimicrobial agent, in the amounts instantly claimed, as it 
has been shown that determining these constituents and loading amounts only involves 
routine skill in the art. 
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Regarding claim 2, tlie natural aggregate may be granite, marble, quartz, glass, 
pottery etc (col. 3, lines 45-50). 

Regarding claims 3 and 27, the composite comprises a filler, a pigment, or a 
colorant (col.3, lines 60-64 and col. 6, lines 57-65). 

Regarding claims 8-12, Sakai teaches that the resin (polymeric binder) may be 
polyester or methyl methacrylate (col. 7, lines 40-col. 8 , lines 50). 

Regarding claim 24, Sakai teaches overlapping ranges and therefore it is 
expected that the antimicrobial agent is present in an amount sufficient to demonstrate 
commercially acceptable efficacy against a microbe of concern. 

Regarding claims 25 and 26, Sakai teaches using the composite as a kitchen 
counter (col. 8, lines 62). 

Response to Arguments 
The 35 U.S.C. 102 (e) rejections over Appleton were removed in light of the 
applicant's amendment to claim 1 to include a specific aggregate amount outside that 
range taught by Appleton. 

In the response dated January 4, 2010, starting on page 18, in regards to 
Appleton in view of Sakai, applicant asserts that claim 1 recites a composite material 
comprising antimicrobial agents that can exhibit controlled migration through the 
polymeric binder, and in order to retain that characteristic the antimicrobial agent must 
be soluble in the polymeric resin. The applicant asserts that Appleton does not teach or 
suggest this element and Sakai fails to correct the deficiency. 
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The Examiner disagrees. Appleton teaclies similar materials, such as polymeric 
binders, and Triclosan as the antimicrobial agent. A material ands its properties are 
inseparable. Since Sakai teaches the same materials as instantly claimed (i.e. 
polyester polymeric binder, and Triclosan antimicrobial agent) it is inherent that the 
antimicrobial agent Is soluble in the polymeric resin. Thus, it is inherent that the 
composite material of Appleton comprises antimicrobial agents that can exhibit 
controlled migration through the polymeric binder. 

The applicant argues that the teachings of Appleton to require continued surface 
restoration in order to maintain the antimicrobial effectiveness, is a teaching away from 
a migratory antimicrobial agent. 

On page 19 of the remarks, applicant asserts that Appleton only teaches the 
outer surface of the polymeric resin has an antimicrobial effectiveness, and that the 
antimicrobial agents of Appleton are deposited on the surface, such that the outer 
surface of the polymeric matrix has an antimicrobial effectiveness. This assertion Is 
found to be in error since Appleton teaches that the antimicrobial agent is dispersed 
throughout the composite and throughout the matrix (col. 3, liens 46-49). Furthermore 
the teaching of restoration, shows that antimicrobial agents are dispersed throughout 
the whole of the composite. 

On page 20, applicant asserts that the "restoration" process taught by Appleton Is 
not required by the instant invention, and therefor is clear that Appleton does not teach 
a composition having migratory antimicrobial agents. 
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The applicant appears to be arguing a more narrow definition of "a migratory 
antimicrobial agent that exhibits controlled migration through the polymeric binder to the 
surface of the composite material". Appleton suggests using Triclosan as an 
antimicrobial agent, and therefore inherently teaches a composition having migratory 
antimicrobial agents. 

All materials will tend to be migratory to some degree, this is a basic concept of 
diffusion where materials in higher concentrations tend to migrate towards areas of 
lower concentration. This is especially true in forming composites. This concept is seen 
in Appleton where the originally formed composite, takes 24 hours for the antimicrobial 
agent to diffuse towards the surface. This antimicrobial agent is thus "migratory". 

The applicant is reminded that they are claiming a product, the instant limitations 
of exhibiting controlled migration are all intended end uses. The structure of the final 
product instantly claimed is merely a composite comprising an antimicrobial agent at the 
surface. Appleton teaches this exact structure and therefore for reasons set forth 
above, is maintained. 

On pages 21-23, applicant asserts that there is no suggestion or motivation to 
utilize the amount of aggregate and resin of Sakai in the composite of Appleton. 
Applicant asserts that the amount of aggregate in Sakai would yield undesirable results 
in Appleton. 

Appleton never limits their amount of aggregate per se, that is there is no clear 
teaching away in Appleton, of using amounts of aggregate, higher than 75% by weight. 
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Therefore it was and still is the examiners position that using the effect amounts 
of aggregate as well as polymeric binder as taught by Sakai, for the amounts of 
aggregate in Appleton, would have been an obvious modification for a routineer in the 
art in order to obtain a desired aesthetic appearance or desired properties as is 
recognized by the applicant (pages 21-23 of the response). 

It is also noted that Appleton teaches that the countertops are similar to those 
found in US patent 3,847,865 (Appleton, col. 3, lines 40-45) which actually teaches 
Corian countertop comprising a filler of 20-85% ('865, col. 1, lines 15-20). 

The applicants also assert that one skilled in the art would not be motivated to 
use the amounts of aggregate of Sakai as the amounts of aggregate in Appleton, 
because of the difference in mesh size and difference in methods of making the 
material. In response to applicant's arguments, the test for obviousness is not whether 
the features of a secondary reference may be bodily incorporated into the structure of 
the primary reference; nor is it that the claimed invention must be expressly suggested 
in any one or all of the references. Rather, the test is what the combined teachings of 
the references would have suggested to those of ordinary skill in the art. See In re 
Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). It was and still is the Examiners 
position that utilizing the amounts of aggregate and amounts polymeric resin binder 
taught by Sakai to form a composite countertop comprising aggregate, polymeric binder 
and antimicrobial agents, would have been obvious to a routineer in the art to apply to 
the composite countertop of Sakai that comprises an aggregate, polymeric binder, and 
antimicrobial agents. 
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On pages 25 and 26 of the response, applicant asserts that Ramirez obtains a 
composition comprising Triclosan, aggregate and a polar aqueous solution such as 
water. The applicant asserts that Triclosan is a hydrophobic agent requiring non polar 
medium to solubilize, and that if one skilled in the art were to utilize the method taught 
by Ramirez in the composition of Sakai, Triclosan will be disposed on the surface of the 
composite materials as another inorganic aggregate. Ramirez is not used for its polar 
mediums or its methods of making a composite material. Note that while Ramirez et al 
do not disclose aN the features of the present claimed invention, Ramirez et al. is used 
as teaching reference, and therefore, it is not necessary for this secondary reference to 
contain all the features of the presently claimed invention. In re Nievelt, 482 F.2d 965, 
179 USPQ 224, 226 (CCPA 1973), In re Keller 624 F.2d 413, 208 USPQ 871 , 881 
(CCPA 1981). Rather this reference teaches a certain concept, namely that Triclosan is 
known for providing antimicrobial effectiveness to a composite, and in combination with 
the primary reference, discloses the presently claimed invention. 

The rejections over Schweizer were removed for their lack of teaching motivation 
to combine Triclosan into countertops. However Payne, supports the examiners 
position that Triclosan would have been obvious to use in Sakai, and is now applied. 

On page 27 of the remarks, in reference to the rejections over Sakai in view of 
Appleton, applicant asserts that Appleton does not teach migration of the antimicrobial 
agent. However for much of the same reasons stated above, the obvious choice of 
Triclosan when used in the composite of Sakai, will exhibit migratory behavior because 
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Sakai teaches polymeric resins, and it is has been established on the record that that 
Triclosan or other organic antimicrobial agents are migratory in polymeric resins. 

The applicant has not addressed the rejection, in that the rejection sets forth that 
it would have been obvious to use the organic antimicrobial agents taught by Appleton 
as an alternative to the inorganic antimicrobial agents taught by Sakai, as Appleton has 
shown a functional equivalency between inorganic and organic antimicrobial agents. 
The applicant has not persuasively argued or shown why it would not have been 
obvious to use the organic antimicrobial agents, such as Triclosan, taught by Appleton, 
as the antimicrobial agent in Sakai. 

On page 28 of the response, the applicant asserts that the presently claimed 
invention achieves unexpected results by having a composition that exhibits 
antimicrobial migration neither taught nor appreciated by Sakai and Appleton. However 
as set forth above, all materials will be to some degree migratory, and this position is 
supported by the teachings of Appleton, which shows that it takes 24 hours for the 
antimicrobial effectiveness to take place (for the antimicrobial agent to migrate to the 
surface). Also the applicant is arguing a more narrow definition of the claims then they 
are entitled to. The claims are to a final product that has an antimicrobial agent present 
at the surface. Appleton and Sakai teach this composite with the same structure as 
instantly claimed. 

Although Appleton teaches that surface "restoration" must be used, this is not a 
teaching away from the claims as presented, since the structure of the claims only 
requires an antimicrobial agent at the surface. 
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Furthermore, this surface "restoration" may be expected by one of routine skill in 
the art, since all of the working examples of Appleton teach inorganic antimicrobial 
agents which would not be soluble in the polymeric resins. However, "applicant must 
look to the whole reference for what it teaches. Applicant cannot merely rely on the 
examples and argue that the reference did not teach others." In re Courtriqht . 377 F.2d 
647, 153 USPQ 735,739 (CCPA 1967). Appleton teaches that an alternative to the 
inorganic antimicrobial agents is organic antimicrobial agents, including Triclosan 
(Appleton, col. 4). Triclosan would inherently be "migratory" as this concept has been 
well established on the record. Finally this would not be an unexpected result because 
it is acknowledged by Payne (US 2003/0096545, col. 1) that Triclosan migrates through 
polymeric resins. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JONATHAN C. LANGMAN whose telephone number is 
(571 )272-481 1 . The examiner can normally be reached on Mon-Thurs 8:00 am - 6:30 
pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer McNeil can be reached on 571-272-1540. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/563,594 Page 18 

Art Unit: 1794 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
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